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Opi nion by Walters, Adm nistrative Trademark Judge:

Di gital Sight/Sound, Inc. has filed a trademark
application' to register the mark DI Gl TAL S| GHT/ SOUND f or
“pre-recorded digital audio and digital video recordings
and mul ti medi a nmovi es and cartoons only downl oadable via

n 2

gl obal conputer networks. Appl i cant has di scl ai med

DI G TAL apart fromthe mark as a whol e.

! Serial No. 75/351,134, in International Class 9, filed Septenber 3,
1997, based on an allegation of a bona fide intention to use the mark in
conmmer ce

2 The Exanmining Attorney issued a final requirenment for an acceptable
i dentification of goods. Applicant, in its brief on appeal, adopted an
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The Trademar k Exam ning Attorney has issued a final
refusal of registration under Section 2(d) of the
Trademark Act, 15 U S.C. 1052(d), on the ground that
applicant’s mark so resenbles the mark SI GHT & SOUND
previously registered for “retail store and
di stributorship services in the field of videocassettes,
vi deo games, and video ganme accessories,”® that, if used
on or in connection with applicant’s goods, it would be
likely to cause confusion or m stake or to deceive.

Applicant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested. We reverse the refusal to register.

Qur determ nation under Section 2(d) is based on an
analysis of all of the probative facts in evidence that
are relevant to the factors bearing on the |ikelihood of
confusion issue. See, Inre E. |I. du Pont de Nenours and

Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In the

i dentification of goods that is substantially and sufficiently the same
as the identification of goods proposed by the Exam ning Attorney, i.e.
we find a description of the cartoon features to be unnecessary. Thus,
we consider the identification of goods to have been effectively anended
consistent with the Examining Attorney’s requirenment, which we find to
be nmoot. We note that a tel ephone call to applicant’s attorney could
have efficiently resolved any doubts held by the Exam ning Attorney
regardi ng applicant’s anmendnment to its identification of goods. Thus,
the only issue before us on this appeal is likelihood of confusion

3 Registration No. 1,946,632 issued January 9, 1996, to Sound Di sk-
Tributors, Inc. dba Sight & Sound Distributors, in International Class
42.
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anal ysis of |ikelihood of confusion in this case, two key
considerations are the simlarities or differences
between the marks and the simlarities or differences

bet ween t he goods and services. Federated Foods, Inc. v.
Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24, 29

( CCPA 1976) .

Considering, first, the marks, both applicant’s mark
and the registered mark contain the words SI GHT and SOUND
in the sanme order. Applicant’s mark separates these two
words with a slash (“/”) and the regi stered mark
separates the words with an anpersand (“&"). However,
the two phrases are substantially simlar, especially
when we consider that consuners are not likely to
encounter the marks side-by-side. Further, the
adm ttedly descriptive word DIGI TAL in applicant’s mark
merely nodifies the phrase SI GHT/ SOUND, which
predom nates in applicant’s mark. Thus, we find that the
commerci al inpressions of the two marks are substantially
simlar. W hasten to add that the words SIGHT and SOUND
are highly suggestive in connection with applicant’s
goods and, at | east, suggestive in connection with the
vi deocassettes and video ganes that are the subject of
registrant’s services. This suggestiveness di m nishes

t he scope of protection accorded to the cited
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registration. See, In re Dayco Products-Eagl enotive
Inc., 9 USPQ@d 1910 (TTAB 1988).

We consider, next, applicant’s goods and
registrant’s services. The Exam ning Attorney contends
that “[t]he goods and services at issue in [this] case
specifically deal with video recordings and the services
related to their sale.” The Exam ning Attorney contends
t hat applicant has not established that “the goods sold
by the registrant are not of the kind identified in the
application.” He contends, further, that applicant’s and
registrant’s prospective custoners are the sane; and that
the registrant’s recitation of services enconpasses the
trade channels identified by applicant.

Appl i cant contends, on the other hand, that the
goods and services involved are quite different because
applicant’s goods are in the formof digital signals that
must be downl oaded fromthe Internet to a conputer; that
“It]he fact that the goods and services involved in this
case fall under the general category of electronics does
not automatically nmean they are related”; and that the
channel s of trade are different.

We find the Exam ning Attorney’s contentions to be
specul ati ve and unsupported by any evidence in the

record, not even dictionary definitions. W remnd the
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Exam ning Attorney that it is his burden to establish a
i kel'i hood of confusion, not the applicant’s burden to
establish that none exists, and the Exam ning Attorney
has not net that burden. For exanple, we have no basis
on this record to conclude that videocassettes and vi deo
ganes are the sane as, or related to, digital audio and
vi deo recordings and nmul ti medi a novi es and cartoons; that
retail stores and distributors sell such products as
applicant identifies; that retail stores and distributors
of videocassettes and video ganes and accessories sel
their products over the Internet or, if they do, that
they do so in the sane manner as applicant through a
downl oadi ng process; or that there is any basis for
concl udi ng that consunmers woul d expect the goods and
services involved in this case to cone fromthe sane
source.’

I n conclusion, notwithstanding the simlarity in the
commerci al inpressions of applicant’s mark, DI G TAL
SI GHT/ SOUND, and registrant’s mark, SIGHT & SOUND, the
mar ks are suggestive of the respective goods and services
and the Exam ning Attorney has not established a

rel ati onshi p between the goods and services or their

4 W note that, contrary to the Exanining Attorney’ s contention, “retai
store services” recited in a registration do not enconpass nail order
catal og services, which are generally separately identified.
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respective channels of trade. Thus, we find that

cont enpor aneous use of these marks on or in connection
with the respective goods and services involved in this
case is not likely to cause confusion as to the source or

sponsorshi p of such goods and services.
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Deci sion: The refusal under Section 2(d) of the Act

is reversed.

R L. Sims

C. E. Wlters

C. M Bottorff
Adm ni strative Trademark Judges,
Trademark Trial and Appeal Board



